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1 Responsive to communication(s) filed on . 

7-. « • . cmai This action is non-final. 
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e M Claim(s) 50 ^1.63M.eLaBJQJLaDSL&m -s/are rejected. 

7) B CI .im(s) *8 5j 58 62 65 66 *Q and 72-78 is/are objected to. 
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DETAILED ACTION 
Priority 

, r V7 CFR 1 60 lacks the necessary reference to the 
1 This application filed under former 37 CFR .60 

„n, 2 00 1 ,^ dt «^ t onow ing « ll e«eo tttl e i — oraamefira 

se „fthes P ectfica,i„n. Ato , ft e-«o«—«' * 

referenced should be included. 

* *■ « m the first sentence only contains reference to the two 
The priority information in the tirst seniei 

a ♦ to the oarent Please make appropriate correction to receive 
provisional applications and not to the parent, ri 

priority to the parent application. 



2. 



3. 



Chums 1-47 have been canceHed. Cairns 48-103 are pending. 

Restriction/Election 

Region to one of .he followng inventions is reared under 35 U.S.C. ,2V. 

, c 1 a i ms4S-103(.npar,).drawn,oea,a,vstso t ,he f ormnlaine 1 a im 4 8 »here I n 

the y is a CH2 or a bond with a transition meta, and the method of using the 
catalyst . classified in class 568. 556 502, snbclass varions. 

O with a transition tnetal and the method of nsing the catalyst . e.asa.fied 



II. 



the Y is 

in class 558, 556, 502 subclass various 
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ra Claims 48,03anp a r t ,, dr awn,oaea t a IyStS of th efo m u I ainc 1 a ta 4Sw h e r e i n 
the Y is S with a transttion m e,a! and the method of using the catatyst classified ,n 
class 558, 556, 502 subclass special thioester subclass. 
1V Ctaitns 4S-103(,„ P a rt ),d r awntoaea^s,so f Ute f o n „u,at„e,a ta 48 — 

the Y U NH with a transttion meta, and the method of ustng the ca«a ly s,, classtfted 

in class 564, 556, 502subclass various. 
Th e inventions am distinct, each from the other because of the following masons: 
The catalys* in Coup I ate phosphmes which have properties of the meta, phosphine complexes 
„ the compounds in Group II am dmwn t o phosphorus esters with an O-Phenv! group 

obviate a rejection over me meta, phosphorus esler catalyst and i, melhod of use. They are 

Cass and subdass. Group II. ts drawn to mrophosphoms esters which again are different from 
the oxygen esters and the phosphmes both chemically and phystcally. Group IV is drawn to 
^ephosphoruscompounds which agam are afferent from fire above Groups. The groups 
^etmemouirementofbeingpatenlaMydisUnc, and there is a burdensome search both ,n 
Casses and subclasses and in a struck drawing and word search mCAPUIS in chemtca. 



abstracts 



Because these tnventions are distinct for me reasons given above and have acutred 
separate status in the art as shown by fheir different classtftcation, reslrtc.ton for exammatton 
purposes as indicated is proper. 
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During a telephone conversation with Mr Vazken Alexanian for Mr Pan, Greely on 
Mareh 4, 2004 a provisron a, election wa S made with traverse to prosecnte the invention of Oronp 
r, cairns 4S-.03 ( in part). Affirmation of this election mustbe made by applicant in replying to 
ftis Office action. The are no claims in Ml withdrawn from further consideration by ,he 
examiner, 37 CFR 1 .142(b), as being drawn to a non-elected invention. 

Claim Rejections - 35 USC § 112 

Claims 71 and 82-103 rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for the asymmetric reactions defined in claim 72 , does no. 
reasonably prov.de enablement for any asymmetric reaction known. The specification does not 
enable any person skilled in tire an to which 1. pertains, or with which it is most neariy 
connected, to use the invention commensurate in scope with these Cairns. The invention is using 
a specific transition mete, cateiys. for the preparation of compounds in differen. asymmetric 
reactions. There is a lis. of those reactions in which .he catalyst works in claim 72. However one 
of ordinary skill in .he at, knows ft* catelyst are notoriously unprovable and in one reaction 
and under given reaction conditions a teanshion metel comptex of a phosphine compound may be 
a oatelys, and in another asymmetnc reaction i, may no. be a catalyst. Or the reaction conditions 
may be such to make it have any catalytic activity .ha. a series of experiments mns. be performed 
,„ see if .he supposed complex has any catelytic activity and under what circumstances (i.e. 
chemica! conditions- solvent/ reagen. ratio etc) i. can be used as a catalyst for ,be reaction. Nor 
is me information found from one reaction applicable to any olher reaction per se. There would 
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have to be undue experimentation to determine what asymmetric reactions outside of what is 
found in the specification (i.e. claim 72) that the complexes could be used as a catalyst . 

The scope of the claim is broader than the scope of the enablement and it would take 
undue experimentation to use the metal complex compounds to the scope being claimed. This 
rejection can be overcome by limiting the reactions to those found in claim 72. 



4. Claims 49, 50, 59-61, 63-64, 67-68, 70, 79, 80, 81, 93 94 , 96 , 100, 101 and 103are 
rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to particularly 
point out and distinctly claim the subject matter which applicant regards as the invention. 

The examiner notes that in claim 48 page 3 there is a miss typing of "arelene" which it is 

assumed should be - - arylene- -. 

Claim 49 recites the limitation of "said substituted alkyl ". Claim 50 recites the limitation 
of" said alkylene", claim 51 recites the limitation of "each of said aryl groups optionally" and 
elaim 52 recites "each of said arylene optionally". Now the confusion arises not in claim 51 or 52 
but in claim 49 and 50 since they do not say "each or said" and there are more than one 
substituted alkyl positions and alkylene positions. If there are more than one and the limitation 
does not state "each of said. . ." then which "said"group is the limitation of claim 49 and 50 
referring to ? If the limitation is referring to all the substituted alkyl groups and alkylene groups 
then that should be clearly defined as it is in claims 51-52. However there is a different problem 
with claim 51 and 52. 
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Claim 59 has a couple of structures on page 5 the third row of compounds wherein the 
A', are in space and not attached to any bonds. Please correct. The same problem occurs in claim 
60. 

In claim 48 there is a proviso that when the «Y group at the 2'position is a bond between 
carbon and phosphorus, X' is hydrogen". 

Claim 61 recites the limitation of the "catalyst of claim 48, wherein said ligand is selected 
from the group consisting of ... " followed by a large number of formulas. However in the 
formulas there are many compounds with bonds to the phosphorus at the T position but X' is not 
hydrogen. So there are compounds in claim 61 that do not meet the limitation of the claim they 
are dependent on. However if the compounds are specifically found in the specification and they 
are described in the specification as part of the instant invention then those specific structures do 
have support and could be independently claimed. Claim 63, 64,70, 79 , 94, 96 and 103 have the 
same problem. 

Claim 67 recites letters for various groups such as DBA, COD, NBD, acac, etc which are 
not defined in the claims or the specification that the examiner can find. COD is commonly 
known as cyclooctadiene, acac is commonly known as acetylacetone or more properly as 2,4 
pentadione, Tf is Inflate and as such can be placed at the end for a definition but the examiner 
does recognize COT, NBD, DBA, cymen immediately. The claim is confusing at to the metes 
and bounds as defined by the complexes. In claim 67 there is a Ru(COD) n . However n is not 
defined. Stoichiometrically for active Ruthenium II it would be 2 but there is an less active 
Ruthenium HI. Or is it Ruthenium 0? Since if it were II or III there should be a charge on the 
molecule since COD is not an anion but a neutral donor? There are X in the formulas which 
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state that X is a coun.eranion? I, is unclear what the metes and bounds of this term is? One 
^oup is AgX. Does this mean that .here is no covalent bond between Ag and X? Or does this 
counter anion mean .ha, the ,hni.a.ion is .o any anion ,ha. makes .he transition meta! complex 
form a neutral species? How does .his differ from P.C12 which by definition of the claim is a 
transition metal salt ? These tue complexes or salts being used in the instant invention and as 
such they should be dearly and conctsely defined so that one knows the nretes and bounds of the 
.imitations. Also there is a group which is RuX2(L)2. L is no, defined. Me Re 03. is Me 
methyl? If so a CH3 would be clearer. If no, wha, does Me refer ,o? There is Ruthenium 
complex which as (arena) in i, which is probably pi bonded to the Ruthenium. Then next to i, is 
an RuCaryl group,. How does mis differ from the arene? Or is i, ,h« same? And how do ,hey 
bo,h differ from Ru( Ar H) which is an aryl group or an arene? Please be consistent in the 
nomenclature. These are some of the problems with this claim please review me claim and 
clarify the different problems. The same problem occurs in claim 70 . Also in claim 70 dba is in 
small .ettera is .his dtfferent form DBA in claim 67? Claim 96 and 103 have me same pnoblem 

Claim 67 recites the limitation of coumeranion and then gives examples inclnding 
fluorophenyl. Is fluorophenyl a coun.eranion? Is „ an anion? If it is please clarify and if i, is 
then is i, me same as the ary! group in claim 67 since an aryl group can be a pheny.7 However 
,he ary group is not the coumeranion in claim 67 for examples Ru(aryl group) X2 is a structure 
wherein X is the counteranion. But Aryl gmup is there and seemingly no, the counter anion. Bu, 
in claim 67 a phenyl group which ,s a subse, of aryl gtoup is being claimed as the counter anion. 
This is very conmsing as to the metes and bounds that are being claimed in the ins,an, invention. 
Claim 101 has the same problem. 
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Claim 93 recites the limitation of "X' is independently selected from the group 
consisting of hydrogen, alkyl, aryl ..." All the structures in claim 93 have carbon phosphorus 
bonds which means no CH2 groups. The limitation in claim 72 from which this claim depends 
hasapro V1 sothatwhenY at the 2< position is a bond between the carbon and phosphorus then 
the X' has to be hydrogen. Therefore is unclear with all the structures having Y in the V position 
as a bond how X' can be anything but hydrogen? The claim is confusing as to the metes and 
bounds that are being claimed as the instant invention. 

5. Claims 48, 51-58, 62, 65-66, 69, 72-78 are objected to as containing non elected subject 
matter. 

In reference to the confusion in the proviso. The examiner notes that although claim 60 
does no. have the proviso , per se, it is dependent on claim 48 and therefore the proviso is par. of 
the claim. 

US 4,578,462 teaches the manufacture of optically active compounds using catalysts of 
transition metals, which are formula III in column 1 which generally meet the limitations of the 
claimed catalysts if R7 is in the ortho position to the phosphorus and n is at least one. ( it can be 
zero) and R5 and R6 are not hydrogen ( they can be hydrogen or other moieties). However the 
teaching of the compound only has one species that is taught specifically and it is (3, 
3Mimethyl[l,r-biphenyl] 2,2'diyl) bis[diphenylphosphine] which is not part of the instant 
invention-see sheet attached to US4,758,462. 

US 5,710,339 teaches transition metal catalysts for hydrogenation similar to the ones 
used in the instant invention. However there is no group ortho to the Y bond in the phosphorus. 
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US 6,583,312 teaches transition metal catalyst and their use in catalytic hydrogenation. 
The compounds found in column 14, lines 45-60 are similar to the compounds being claimed 
except that they do not have a Group ortho to the Y bonded phosphorus as required in the instant 
invention. They do have a hydrogen ortho to the Y'bonded phosphorus. 

US 6,515,183, US 5,872,273 and US 6,333,291 teach heterocyclic ring structured 
biphenyl bis phosphine transition metal catalsyts and their reactions in asymmetric synthesis ( 
e.g. hydrogenation) but there are no X groups which is required. 

US 6,075,154 teaches transition metal catalysts which have a CF3 in the Z and Z' 
position of the instant catalyst but there is no ligand in the X position as required. 

US 5,922,918 teaches transition metal catalysts which are bis phosphines and used in 
isomerization hydrosilyation, hydrogentation but the rings are unsubstituted which does not fit 
the requirements of the instant invention. 

US 5,847,222 teaches transition metal catalysts which are substituted biphenyl 
phosphines and have an alkyl group in the Z and V position but no group in the X position as 
required. 

CA:139:214664 teaches transition metal catalysts which are similar to those of the instant 
invention except tha, X' is a methyl gronp and that is provisoed on.. Also the date precedes the 
reference from being prior art. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jean F. Vollano whose telephone number is 571-2720648. The 
examiner can normally be reached on Monday-Thursday 6:30 - 5:00. 



Page 10 

Application/Control Number: 10/660,350 
Art Unit : 1621 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
superior, Johann Richter can be reached on 571-272- 0646. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

mformationregarding the status of an application may be obtained from the Patent 
Application Information Retneval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status informal for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have .uesuons on access to the Private PAIR 
system, contact the Electronic Business Center (BBC) » 

F. Vollano 
mary Examiner 
t Unit 1621 

March 7, 2004 




